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REMARKS 

Rejection of Independent Claims 1, 11, 16, and 22 Under 35 USC §102 

Claims 1, 1 1, 16 and 22 stand rejected under 35 USC §102 as being anticipated by 
U.S. Patent number 5,874,786 (McVey). Independent claims 1, 1 1, 16, and 22 are each 
related to a system for managing energy from primary batteries and secondary batteries. 
Claims 11, 16, and 22 each affirmatively claim a primary battery and a secondary battery. 
Claim 1 specifies an inlet ... adapted to detachably connect a primary battery" and an "inlet 
... adapted to detachably connect a secondary battery." Accordingly, the cited art must teach 
an energy management system having a primary battery and a secondary battery. As noted in 
paragraph 0004 of the specification primary batteries are distinguishable from secondary 
batteries in that they are designed to be recharged for many cycles. 

McVey's Solar Panels are Not the Claimed Batteries 

McVey teaches a power system that uses solar arrays panels and batteries 22, 28, 36, 
and 42 (McVey batteries). The Office Action argues that the solar array panels serve as the 
batteries specified in the claims. As disclosed in MPEP §21 1 1.01, when the specification 
defines the terms in a claim, the claim terms are limited to the definition in the specification. 
Paragraph 0004 of the specification defines the terms primary battery and secondary battery. 
In particular, paragraph 0004 specifies that "the term 'primary battery' refers to an 
electrochemical device" and "(t)he term 'secondary battery' refers to an electrochemical 
device." Accordingly, the primary battery and the secondary battery specified in the claims 
are electrochemical devices. Electrochemical devices are called "electrochemical" because 
chemical reactions provide the energy that is converted to electrical energy. In contrast, 
McVey's solar arrays "receive solar energy and provide, in response, electrical energy" as 
disclosed at C2, L57-58 and noted in the Abstract. Because McVey's solar arrays use light 
as the energy source rather than chemical reactions, McVey's solar array panels are not 
electrochemical devices and are accordingly cannot serve as the claimed batteries. 

McVey's solar array panels can be further distinguished from batteries. Batteries are 
employed to store energy as noted in paragraphs 19 and 45 of the disclosure. In fact, 
paragraph 25 refers to the batteries as energy storage devices. As noted above, McVey's 
solar array panels "receive solar energy and provide, in response, electrical energy." Since 
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electrical energy is provided in response to receiving electrical energy, these solar array 
panels do not provide electrical energy when not receiving solar energy. While this 
conclusion is supported by trying to use a solar powered calculator in the dark, it is also 
supported when McVey teaches that batteries 22, 28, 36, and 42 power the loads during the 
dark periods (C6, L59-64). These batteries power the loads during dark periods because the 
solar array panels are not producing electrical energy when not receiving solar energy. As a 
result, during dark periods, McVey takes advantage of the ability of batteries to store energy. 
Because the solar array panels do not have this ability to store energy, McVey switches from 
the solar array panels to the batteries in times of darkness (C6, L59-64). This same principle 
is employed in solar calculators with a battery backup. Since McVey' s solar array panels do 
not have the energy storage capabilities associated with batteries, McVey' s solar array panels 
are not batteries. 

Since McVey 's solar arrays are not available to serve as the claimed batteries, the 
McVey batteries 22, 28, 36, and 42 have to serve as the claimed batteries. As a result, the 
McVey batteries would have to include both primary batteries and secondary batteries. 
McVey does not teach that the McVey batteries include both primary batteries and secondary 
batteries. For this reason alone, the claims are not anticipated. 

McVey Does Not Anticipate Claims 1, 11, 16, and 22 Even When the Argument That 
Solar Array Panels are Batteries is Accepted 

Even if it is accepted that McVey 's solar array panels are batteries, McVey still does 
not anticipate claims 1,11 and 22. If the solar array panels are batteries, they would be 
secondary batteries since there is an argument that they are intended to "operate through 
many discharge/charge cycles" as described in paragraph [0004] of the specification. Even 
this argument is unusually weak since solar panels cannot be "recharged" like a secondary 
battery since they do not have the ability to store energy provided during a recharge. 
However, if the solar panels were secondary batteries, the McVey batteries 22, 28, 36, and 42 
would have to include primary batteries in order to anticipate the claims. McVey provides no 
teaching that batteries 22, 28, 36, and 42 are primary batteries. 

Since McVey provides no teaching that batteries 22, 28, 36, and 42 include primary 
batteries, the Office Action relies on inherency in arguing that these are primary batteries. 
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However, a proper inherency rejection requires that the McVey batteries are necessarily 
primary batteries in order to comply with MPEP §2212(IV). Because these batteries can be 
secondary batteries, batteries 22, 28, 36, and 42 are not necessarily primary batteries as 
required to support the inherency rejection. The Office Action actually supports the assertion 
that the batteries can be secondary batteries by stating that "it maybe deduce that the 
reference's batteries maybe primary batteries" (sic). Since the Office Action needs to 
"deduce" this conclusion, it is clear that McVey does not teach that these batteries are 
primary batteries. Further, since the Office Action only argues that the McVey 's batteries 
"may be" primary batteries, the office action implicitly acknowledges that McVey' s batteries 
can be secondary batteries. Since the McVey batteries can be secondary batteries, the 
batteries are not necessarily primary batteries as is required for a proper inherency rejection. 
For this reason alone, McVey does not support an inherency rejection and the claims and not 
anticipated. 
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Conclusion 

As noted above, McVey must teach both primary and secondary batteries. McVey 
teaches the use of solar arrays and batteries 22, 28, 36 and 42. However, the solar arrays are 
not batteries and McVey does not teach that batteries 22, 28, 36 and 42 include both primary 
and second batteries. For this reason alone, McVey does not anticipate claims 1,11,16, and 
22. McVey does not even anticipate these claims when the argument that solar arrays are 
batteries is accepted. In this instance, the solar arrays would be secondary batteries. As a 
result, the McVey batteries would have to include primary batteries. McVey provides no 
such teaching. For this reason alone, McVey does not anticipate claims 1,11,16, and 22. 
While either of the above reasons alone shows that McVey does not anticipate these claims, 
the combination of these arguments provides an even stronger argument for the patentability 
of these claims. 
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